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DETAILED ACTION 
Pending Claims 
Claims 1, 4, 8-10, and 13-31 are pending. 
Reissue Applications 

1. In accordance with 37 CFR 1.175(b)(1), a supplemental reissue oath/declaration under 37 
CFR 1.175(b)(1) must be received before this reissue application can be allowed. 

Claims 1 and 29-31 are rejected as being based upon a defective reissue oath/declaration 
under 35 U.S.C. 251. See 37 CFR 1.175. The nature of the defect is set forth above. 

Receipt of an appropriate supplemental oath/declaration under 37 CFR 1.175(b)(1) will 
overcome this rejection under 35 U.S.C. 251. An example of acceptable language to be used in 
the supplemental oath/declaration is as follows: 

"Every error in the patent which was corrected in the present reissue application, and is not covered by a prior 
oath/declaration submitted in this application, arose without any deceptive intention on the part of the applicant." 

See MPEP§ 1414.01. 

Response to Amendment 

2. The declaration under 37 CFR 1.132 filed December 30, 2005 is sufficient to overcome 
the rejection of claims 2-18, 23-25, 27, and 28 based upon the combined teachings of Babcock et 
al. (US Pat. No. 5,340,644) and Takano et al. (EP 0 837 090). 

3. The declaration under 37 CFR 1.132 filed December 30, 2005 is sufficient to overcome 
the rejection of claims 2-18, 23-25, 27, and 28 based upon the combined teachings of Leibfiied 
(US Pat. No. 5,451,637) and Takano et al. (EP 0 837 090). 

4. The rejection of claims 1 and 26 under 35 U.S.C. 102(b) as being anticipated by Ohta et 
al. (US Pat. No. 5,641,997) has been overcome by amendment. 
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5. The rejection of claims 1, 19-22, and 26 under 35 U.S.C. 103(a) as being unpatentable 
over Babcock et al. (US Pat. No. 5,340,644) has been overcome by amendment. 

6. The rejection of claims 1, 19-22, and 26 under 35 U.S.C. 103(a) as being unpatentable 
over Leibfried (US Pat. No. 5,451,637) has been overcome by amendment. 

7. The rejection of claims 1 and 26 under 35 U.S.C. 103(a) as being unpatentable over 
Beckley et al. (US Pat. No. 5,552,466) has been overcome by amendment. 

Claim Objections 

8. Claims 8-10, 13, and 14 are objected to because of the following informalities: claims 8 
(and 9 & 10) are dependent from claim 7; however, claim 7 is now cancelled; claim 13 is 
dependent from claim 11; however, claim 1 1 is now cancelled; claim 14 is dependent from claim 
12; however, claim 12 is now cancelled. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

10. Claims 1, 4, 8-10, and 13-31 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The instant claims comprise a resin, an inorganic filler, and a silicone polymer, wherein 
the inorganic filler has previously been subjected to a surface treatment by a silicone polymer. 
It is unclear if "a silicone polymer" is referring to the surface treatment of the inorganic filler or 
some additional resin material present in the composition. 
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Based on the instant Specification, including the Examples, it appears that "a silicone 
polymer" is indeed referring to the surface treatment of the inorganic filler. However, in order to 
more clearly present claimed invention, it is suggested that claim 1 be amended as follows: 

(1) A prepreg which comprises a substrate and a resin composition containing a resin and 
an inorganic filler in a amount of 25% by volume or more based on the total volume of a solid 
component of the resin composition, which resin composition being impregnated into the 
substrate, wherein the inorganic filler has previously been subjected to surface treatment by a 
silicone polymer. 

Claim Rejections - 35 USC § 102/103 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 1, 4, 8-10, and 13-31 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Takano et al. (EP 0 837 090 or WO 
97/01595). 

14. Claims 1, 4, 8-18, and 13-31 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 

0 

the alternative, under 35 U.S.C. 103(a) as obvious over Takano et al. (US Pat. No. 6,696,155). 
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All three Takano et al. references are equivalent documents. Accordingly, all citations 
are directed to the US Patent document. 

Regarding claims L 4. 8-10. 13-22. and 24-3 L Takano et al. disclose: (1 & 26) a prepreg 
which comprises a substrate and a resin composition (column 13, line 47 through column 16, line 
11; column 21, line 31 through column 24, line 14; claims 19-41 & 42-59) containing a resin 
(column 14, lines 57-67; column 7, lines 43-63; claims 19-41 & 42-59), an inorganic filler 
(column 13, line 47 through column 14, line 16; column 8, lines 13-25; claims 19-41 & 42-59), 
and a silicone polymer (column 13, lines 47-60; claims 19-41 & 42-59), which resin composition 
being impregnated into the substrate (column 15, lines 23-30; claims 19-41 & 42-59), wherein 
the inorganic filler has previously been subjected to surface treatment by a silicone polymer 
(column 13, lines 47-60; claims 19-41 & 42-59); 

(29) wherein said resin is at least one selected from the group consisting of epoxy resin, 
polyimide resin, melamine resin, and triazine resin (column 14, lines 57-67; column 7, lines 43- 
63; claims 32 & 45); 

(30) wherein said inorganic filler is made of at least one material selected from the group 
consisting of calcium carbonate, alumina, titanium oxide, mica, aluminum carbonate, aluminum 
hydroxide, magnesium silicate, calcined clay, talc, silica, glass short fiber, aluminum borate 
whisker, and silicon carbide whisker (column 13, line 47 through column 14, line 16; column 8, 
lines 13-25; claim 33); 

(31) wherein a varnish of said resin composition has been impregnated into said 
substrate, and said varnish has a solids content within a range of 50 to 80% by weight (column 
15, lines 10-20); 
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(19) wherein the silicone polymer is a three-dimensionally cross-linked polymer (column 
13, line 47 through column 14, line 12; claims 19-41 & 42-59); (8 & 20) wherein the silicone 
polymer is a silicone polymer containing at least one of a tri-functional siloxane unit represented 
by the formula: R l SiC>3/2 (wherein R 1 represents a same or different organic group) or a tetra- 
fiinctional siloxane unit represented by the formula: SiC>4/2 in the molecule (column 13, line 47 
through column 14, line 12; claims 19-41 & 42-59); (9 & 21) wherein the silicone polymer is a 
silicone polymer containing 15 to 100 mol% of at least one tetra-functional siloxane unit and a 
tri-functional siloxane unit in the molecule based on the total siloxane units, and 0 to 85 mol% of 
a bi-functional siloxane unit (column 13, line 47 through column 14, line 12; claims 19-41 & 42- 
59); (10 & 22) wherein the silicone polymer is a silicone polymer containing 15 to 100 mol% of 
a tetra-functional siloxane unit, 0 to 85 mol% of a tri-functional siloxane unit, and 0 to 85 mol% 
of a bi-functional unit in the molecule based on the total siloxane units (column 13, line 47 
through column 14, line 12; claims 19-41 & 42-59); 

(4& 27) a metal-clad laminated board which comprises at least one metal foil being 
laminated on both surfaces or one surface of said prepreg, or a laminated board thereof under 
heating and pressure (column 15, lines 23-30; claims 40-41 & 58-59); (13 & 14, 24 & 25, 28) a 
printed wiring board which comprises said metal-clad-laminated board obtained by subjecting 
the board to circuit processing (column 15, line 23 through column 16, line 5; claims 40-41 & 
58-59); 

(15) wherein the resin composition further contains a coupling agent (column 14, lines 
30-40; claims 31, 49 & 50); 
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(16) wherein the inorganic filler has previously been subjected to surface treatment by 
silicone polymer and a coupling agent (column 14, lines 30-40; claims 31, 49 & 50); 

(17) wherein the resin composition is a resin composition in which a resin is formulated 
in a solution containing a silicone polymer into which the inorganic filler is dispersed (column 
14, lines 17-56; claims 19-41 & 42-59); and 

(18) wherein the resin composition is a resin composition in which a resin is formulated 
in a solution containing a silicone polymer into which the inorganic filler is dispersed, and a 
coupling agent (column 14, lines 17-56; claims 31, 49 & 50). 

Takano et al. do not explicitly disclose: (1) wherein the inorganic filler is in an amount of 
25% by volume or more based on the total volume of a solid component of the resin composition 
and a silicone polymer; and (26) which includes said inorganic filler in an amount of 25%-65% 
by volume based on the total volume of the solid component of the resin composition (and the 
silicone polymer). 

Rather, Takano et al. disclose, "In the resin composition (B) of the present invention, the 
ratio of the treated inorganic filler to the resin material is generally such that the treated inorganic 
filler is 1.0 to 500 parts by weight, preferably 10 to 100 parts by weight, per 100 parts by weight 
of the resins in the resin material," (column 15, lines 1-5). Furthermore, they use 50 wt% (of 
calcined clay, talc, or silica) in their working examples (column 21, line 31 through column 24, 
line 14). 

It is the Examiner's view that the preferred and exemplary weight-based ranges of 
Takano et al. would have inherently overlapped the instantly claimed volume-based ranges. 
Evidence of this can be found in the Examples of the instant Specification: 
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• In Example L Applicant uses approximately 142 parts of resin per 1 80 parts of silicone 
treated calcined clay, wherein the ratio of inorganic filler based on the total volume of the 
solid component of the resin composition was about 37% by volume. This corresponds 
to roughly 56% by weight (180/322). Hence, an approximate conversion factor from 
weight% to volume% is 0.66, and a 50 wt% value would correlate to a 33 vol% 
approximate value. 

• In Example 7, Applicant uses approximately 142 parts of resin per 200 parts of silicone 
treated calcined clay, wherein the ratio of inorganic filler based on the total volume of the 
solid component of the resin composition was about 40% by volume. This corresponds 
to roughly 58% by weight (200/342). Hence, an approximate conversion factor from 
weight% to volume% is 0.69, and a 50 wt% value would correlate to a 35 vol% 
approximate value. 

• In Example 8 . Applicant uses approximately 142 parts of resin per 180 parts of silicone 
treated talc, wherein the ratio of inorganic filler based on the total volume of the solid 
component of the resin composition was about 37% by volume. This corresponds to 
roughly 56% by weight (180/322). Hence, an approximate conversion factor from 
weight% to volume% is 0.66, and a 50 wt% value would correlate to a 33 vol% 
approximate value. 

• In Example 9 , Applicant uses approximately 142 parts of resin per 180 parts of silicone 
treated silica, wherein the ratio of inorganic filler based on the total volume of the solid 
component of the resin composition was about 31% by volume. This corresponds to 
roughly 56% by weight (180/322). Hence, an approximate conversion factor from 
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weight% to volume% is 0.55, and a 50 wt% value would correlate to a 28 vol% 
approximate value. 

Therefore, it appears that the preferred and exemplary weight-based ranges of Takano et 
al. would have inherently overlapped the volume-based ranges of the instant invention. 

Regarding claim 23 . Takano et al. fail to explicitly disclose: (23) wherein a surface 
hardness of the metal-clad-laminated board at a portion containing no metal foil is 30 or more at 
200°C, in terms of Barcol hardness. However, Takano et al. satisfy all of the chemical and 
material limitations of the instant invention. Accordingly, one of ordinary skill in the art would 
have expected these properties to be inherently present in the prepreg of Takano et al. 

It has been found that, "Products of identical chemical composition can not have 
mutually exclusive properties." A chemical composition and its properties are inseparable. 
Therefore, if the prior art teaches the identical chemical structure, the properties applicant 
discloses and/or claims are necessarily present - In re Spada, 91 1 F.2d 705, 709, 1 5 USPQ2d 
1655, 1658 (Fed. Cir. 1990). 

Therefore, the instantly claimed hardness property would have been inherently present in 
the prepreg of Takano et al because Takano et al. satisfy all of the chemical and material 
limitations of the instant invention. 

Double Patenting 

15. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
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Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

16. Claims 1, 4, 8-10, and 13-31 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over the combined limitations of claims 23-41 & 42-59 
of U.S. Patent No. 6,696,155, in light of the Specification (see: In re Vogel 422 F.2d 438, 164 
USPQ 619 (CCPA 1970)). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because: 

The patented claims satisfy all of the limitations of the instant invention, except for: (1) 
the volume % range set forth in claims (1 & 26); (2) the solids content set forth in claim (31); 
and (3) the hardness property set forth in claim (23). 

The preferred and exemplary wt% taught in Takano et al. would have inherently 
overlapped the volume% set forth in claims 1 & 26 (see column 15, lines 7-5; Examples). The 
preferred and exemplary solids content taught in Takano et al. satisfies the solids content set 
forth in claim 31 (see column 75, lines 10-20; Examples). The hardness property would have 
been inherently present in Takano et al. because the claims of Takano et al. satisfy all of the 
chemical and material limitations of the instant invention. 
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17. Claims 1, 4, 8-10, 13-28, 30, and 31 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over the combined limitations of claims 
63-82 of U.S. Serial No. 10/221,171 (Allowed on August 28, 2006), in light of the Specification 
(see: In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970)). Although the conflicting claims 
are not identical, they are not patentably distinct from each other because: 

The allowed claims satisfy all of the limitations of the instant invention, except for: (1) 
the volume % range set forth in claims (1 & 26); (2) the specific inorganic fillers set forth in 
claim (30); (3) the solids content set forth in claim (31); (4) the coupling agent and treatment 
method set forth in claims (15-18); and (5) the hardness property set forth in claim (23). 

The preferred and exemplary wt% taught in Mizuno et al. would have inherently 
overlapped the volume% set forth in claims 1 & 26 (see paragraphs 0097-0098; Examples). The 
preferred and exemplary inorganic fillers taught in Mizuno et al. satisfy the specific fillers set 
forth in claim 30 (see par agraphs0097 -0098). The preferred and exemplary solids content 
taught in Mizuno et al. satisfies the solids content set forth in claim 31 (see paragraph 0100). 
The preferred and exemplary coupling agents and treatment methods taught in Mizuno et al 
satisfy the coupling agents and treatment methods set forth in claims 15-18 (see paragraphs 
0097-0104). The hardness property would have been inherently present in Mizuno et al. because 
the claims of Mizuno et al. satisfy all of chemical and material limitations of the instant 
invention. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Michael J. Feely 
Primary Examiner 
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MICHAEL FEELY 
PRIMARY EXAMINER 



